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REMARKS/ARGUMENTS 

This Amendment is responsive to the Office Action mailed on November 
14, 2008. Entry of this Amendment is requested. 

Prior to this Amendment, claims 1-9, 59-60, 62-65, and 68-75 were 
pending and subject to examination. In this Amendment, claims 76-84 are added, no 
claims are canceled, and claims 1, 2, 3, 4, 5, 59, 63, 68, 71, 72, and 74 are amended, so 
that claims 1-9, 59-60, 62-65, and 68-84 are pending and subject to examination. 

In the Office Action, claims 1-5, 6, 7-9, 60, 62, 63, 64, 65, 68, 69, 71, 72, 
and 74 are rejected as being obvious over Irwin et al. (US 2003/0187794). This rejection 
is traversed. 

Obviousness has not been established, since all claim limitations are not 
taught or suggested by the Irwin et al. Here, Irwin fails to teach or suggest, inter alia, "a 
point of service device having a plurality of rules and a plurality of meta-rules" as recited 
in independent claim 1. The other independent claims recite a similar limitation. In 
Irwin et al., as shown below, the "user device" is the only device that includes "meta- 
rules" 120. In fact, "meta-rules" are only mentioned once in Irwin et al. at paragraph 
[0090] and this is also in the context of the user device. Irwin et al. does not describe the 
use of rules and meta-rules in a point of service device. 
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Applicants do note that a "point of sale" device is described at paragraphs 
[0170] to [0178] of Irwin et al. However, none of these paragraphs state or suggest that 
the point of sale device includes "a plurality of rules and a plurality of meta-rules." 

Because there is clearly no written description of rules and meta-rules in 
Irwin et al.'s point of sale device, the Examiner may be alleging that the point of sale 
device in Irwin et al. "inherently" has meta-rules. For example, the Examiner states the 
following at page 3 of the Office Action: 



a point of service device having associated therewith a plurality of rules and a 
plurality of metarules, ([0090], shows the end-device may include a DRE further 
comprising a generic "event-based" rating Engine and Generic collectors may use 
meta-rules to process generic events w/ [0170], shows that a consumer's device with a 
DRE and a merchant's Point of Sale (POS) system could collaborate to determine the 
customer's final price of items based on historical information and e-coupons stored 
within the consumer's device, thereby suggesting that POS must use the metarules 
inherently associated with a set of rules to process data since in order for the POS to 
collaborate with the end-device/DRE, metarules of the end-device/DRE must be 
associated with the POS for collaboration to occur); and 
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However, "[i]n relying upon the theory of inherency, the examiner must provide a basis 
in fact and/or technical reasoning to reasonably support the determination that the 
allegedly inherent characteristic necessarily flows from the teachings of the applied prior 
art." Ex parte Levy, 17 USPQ2d 1461, 1464 (Bd. Pat. App. & Inter. 1990). Here, the 
Examiner cannot rely on the theory of "inherency," to suggest that the point of sale 
device in Irwin et al. has a "plurality of rules and meta-rules," because Irwin et al. simply 
has no such teaching. 

Furthermore, Irwin et al. also fails to teach or suggest "wherein if the 
portable device and the point of service device are unable to determine the outcome for 
the purchase transaction, the point of service device uses its plurality of meta-rules to 
either determine whether one or more of the plurality of rules in either the portable device 
or the point of service device can be altered locally in order to determine the outcome or 
request a service provider system to help determine the outcome using the plurality of 
rules and the plurality of meta-rules in the service provider system" as recited in 
independent claim 1 . The other independent claims recite a somewhat similar limitation. 

The Office Action is not particularly clear as to whether this limitation is 
taught or suggested by Irwin et al. For example, at page 4 of the Office Action, the 
Examiner alleges that this limitation is taught or suggested at paragraph [0106]. 
However, on page 6 of the Office Action, the Examiner alleges that it would have been 
obvious for one to utilize this feature, thereby suggesting that it is not taught by Irwin et 
al. Should the Examiner decide to maintain the rejection based on Irwin et al, Applicants 
request clarification of the rejection. 

In either instance, the rejection is improper. Paragraph [0106] of Irwin et 
al. is reproduced below. 
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[0106] The ConfigRatingCollector (330) class refines the 
Collector abstract class (320) and provides the behavior to 
consume ConfigRatingEvent objects. ConfigRatingEvent 
objects (335) are used to add, remove, and update rating 
rules in a persistent store (340). The store (340) maintains 
the rules past the life span of the RatingEngine (230) 
instance (i.e., the device (100) may be turned off) in the 
CVGRecordStore (340), which abstracts device file system 
to provide helper methods for accessing records and fields.. 
When the RatingEngine (230) may be started again, the 
ConfigRatingCollector (330) may be used to bootstrap the 
rules by reading the persistent store of Rules. The Record- 
Store (340) may be also used to hold information that may 
be synchronized between the DRE (110) and other remote 
systems (200). 

Clearly, this passage does not teach or suggest altering rules to determine an outcome or 
request a service provider system to help determine the outcome. Accordingly, Irwin et 
al. fails to teach or suggest this feature. 

If the Examiner is taking the position that it would have been obvious to 
include "wherein if the portable device and the point of service device are unable to 
determine the outcome for the purchase transaction, the point of service device uses its 
plurality of meta-rules to either determine whether one or more of the plurality of rules in 
either the portable device or the point of service device can be altered locally in order to 
determine the outcome or request a service provider system to help determine the 
outcome using the plurality of rules and the plurality of meta-rules in the service provider 
system" in Irwin et al., then the Examiner has failed to provide any rational basis or 
reasoning explaining why one skilled in the art would have modified Irwin et al. in this 
way. Accordingly, obviousness has not been established. 

In view of the above arguments, it is clear that at least two limitations in 
each of the independent claims is not taught or suggested by Irwin et al., so obviousness 
has clearly not been established. 

At page 10 of the Office Action, claims 70, 73, and 75 are rejected as 
being obvious over Irwin et al. and Fare et al. (U.S. 2004/0204078). This rejection is 
traversed. 
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Applicants submit that claims 70, 73, and 75 are patentable, because they 
depend from non-obvious independent claims. Further, they recite additional limitations 
that are not taught or suggested by the prior art. 

CONCLUSION 

If the Examiner believes a telephone conference would expedite 
prosecution, please telephone the undersigned. 



Respe ctfully sub mitted, 




Patrick R. Jewik 
Reg. No. 40,456 



TOWNSEND and TOWNS END and CREW LLP 

Two Embarcadero Center, Eighth Floor 

San Francisco, California 941 1 1-3834 

Tel: 415-576-0200 

Fax: 415-576-0300 
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